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To: Commissioner for Patents 
PO Box 1450 

Alexandria. VA 223 13-1450 

Applicant respectfully requests a pre-appeal brief review of the final rejection mailed 



from the Office on August 9, 2005. 

REMARKS 

Claims 1-23 are pending in the application and all stand rejected. Claims 1-2, 4-7, 10-16, 
19 and 21 are rejected under 35 U.S.C. §102(b) as being anticipated by Bodley (U.S. Pub. No. 
2002/0021800, Pub. date February 21, 2002). Claims 3, 8-9, 17-18. 20 and 22-23 are rejected 
under 35 U.S.C. § 1 03(a) as being unpatentable over Bodley et al. 

All of the pending independent claims, including claims 1, 11, 20 and 21, recite 
variations on a structure that turns power to the headset off and on in response to the position of 
an ear mount. The Examiner asserts that Bodley et at discloses a switch (102) that is responsive 
to the open and closed positions of the ear mount (6) and controls a circuit (19) that activates and 
deactivates the circuit (19). This ground of rejection is based on an erroneous reading of Bodley 
et al. and does not support a prima facie rejection under § 1 02(b). 

As explained in our Reply filed on May 27, 2005, the switch (102) referred to by the 
Examiner is not responsive to the position of the ear mount (6). The switch (102) is only 
responsive to the position of the microphone arm (2) (see paragraphs [0079] [0080]). In 
paragraph 5 of the August 9, 2005 Office action, the Examiner makes the argument the fact that 
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rotating the earhook and boom at the same time would activate or deactivate the power switch 
(102) reads on the claimed limitation. Given that there is no teaching or suggestion that rotating 
the boom (2) would cause the earhook (6) to also rotate, there is no functional connection 
between rotation of the earhook (6) and the power switch (102), as required by independent 
claims 1, 11, 20 and 21. Therefore, the fiactual basis for the §1 02(b) rejection is flawed. 

Even if there were such a teaching in Bodley et al., the circuit (19) does not activate or 
deactivate the headset (1), as required (in various forms) by each of the pending independent 
claims of this application. Circuit (19) is a microphone (see Bodley et ai. paragraphs [0055] and 
[0056]) and does not appear to activate or deactivate the headset (1). Therefore, the facts set 
forfli in by the Examiner do not support a prima fecie rejection under §102(b). 

Based on the foregoing, the Examiner's rejection of claims 1-2, 4-7, 10-16, 19 and 21 
under 35 U.S.C. § 102(b) should be withdrawn. 

The Examiner's rejections under 35 U.S.C. §103(a) are based on two premises: (1) that 
it would be obvious to modify Bodley et al. to enable power to the headset to be turned on and 
off in response to the position of the ear mount (6), instead of die microphone arm (2), as taught 
by Bodley et al., and (2) that Bodley et al. teaches a detent mechanism for positioning and 
releaseably holcUng the ear mount in an open position and a closed position. Both of these 
conclusions are factually inaccurate. 

In support of the assertion that it would have been obvious to modify Bodley et al. to 
enable power to the headset to be turned on and off in response to the position of the ear mount, 
the Examiner asserts that such a modification would be obvious to one of ordinary skill in the art 
because it involves merely "shifting location of parts" and cites In re Japiske, 181 F.2d 1019, 86 
USPQ 70 (CCPA 1950) in support of this conclusion. This characterization of the modifications 
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necessary to arrive at the claimed invention is erroneous. The modification suggested by the 
Examiner would substantially change the operation of Bodley et al.'s headset. Bodley at ai. 
teaches a switch (1 14) that changes the orientation of buttons (108-1 12) depending upon whether 
the ear mount (6) is in a left ear or right ear position (see paragraph [0062]). Modifying Bodley 
et al. to provide a power switch that is responsive to the position of the ear mount would destroy 
tills ftinctionality, which is an important feature of tiie Bodley et al. device (see paragraph 
[0017]). In addition, having a power switch that is responsive to the position of the earhook (6) 
provides a different and improved fiinctionality than providing a power switch tiiat is responsive 
to the position of the microphone arm (2). For example, unlike the microphone arm (2), the 
earhook (6) cannot be rotated into a closed position when the headset (1) is in use on a user's ear. 
This reduces the possibility of accidentally deactivating the headset (1) during a call. Clearly, 
shifting the power switch (102) so that it is responsive to the position of the ear mount (2), would 
require much more than a mere "shifting of parts." 

Claims 4-8, 13-16 and 20 recite a detent mechanism for positioning and releaseably 
holding the ear mount in an open position and a closed position. Claims 5 and 6 fiirther define 
the angular location of the open position relative to the closed position. Contrary to the 
Examiner's assertion, Bodley et al. clearly does not teach this limitation. 

The Examiner merely refers to FIG. 7, in which the earhook 6 is showm in a partially 
open position, to support the assertion that Bodley et al. teaches the detent mechanism limitation 
recited in claims 4-8, 13-16 and 20. FIG. 7 is insufficient to support a rejection of the detent 
mechanism claim limitation. There is no discussion in the specification of Bodley et al. of the 
desirability of a detent mechanism that holds tiie earhook 6 in the position shown in FIG. 7. In 
fact, paragraph [0064] of Bodley et al. specifically states that recesses 144, 146, 148, 150) are 
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designed to "insure that the earhook 6 collapses against the body I Moreover, the orientation of 
the detent mechanism structure disclosed in Bodley et al. (see 148, 150 in FIG. 13) is only 
capable of biasing the earhook (6) into a fully closed position. Therefore, the detent mechanism 
of Bodley et al. clearly does not hold the ear mount in an open position or in more than one 
position, as required by claims 4, 13 and 20. 

In further support of this position, the Examiner states in paragraph 5 of the August 9, 
2005 Office action to "(note: check also the real product sold in the market)." This justification 
for maintaining a prior art rejection is completely inappropriate. The "real product sold in the 
market" is not of record in this application, and therefore, cannot serve as the justification for a 
rejection. More importantly, it is very likely that the "real product on the maiket" to which the 
Examiner refers is actually the Applicant's nroduct not that of the applicant in Bodley et al. 

In view of the foregoing, withdrawal of the Examiner's rejections under § 103(a) is 
respectfully requested. 



Respectfull/^ubmitted, 
MA ^ 
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